IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 




ATTORNEY DOCKET NO. 



70014.0018USI2 



REQUEST FOR 
RECONSIDERATION 



FILING DATE 



U.S. APPLICATION SERIAL NO. 



10/050,994 



CONFIRMATION NO 



2175 



January 22, 2002 



INVENTOR(S) 



EXAMINER 



GROUP ART UNIT 



Jim HUNTER, etal. 



Alessandro V. AMARI 



2872 



TITLE OF APPLICATION 



HIGH CONTRAST GRATING LIGHT VALVE 



Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

Responsive to the outstanding office action issued in the above-mentioned 
captioned matter on November 2, 2005, the time for response thereto being extended by 
virtue of the Petition and extension fees submitted herewith, withdrawal of the rejection 
of all claims over U.S. Patent 6,233,087, Hawkins et al. (Hawkins) is respectfully 
requested, as the reference is not prior art to Applicants. The reference is cited as prior 
art under 35 USC §102(e). The effective date of the reference is December 18, 1998. 

Applicants have previously submitted declarations, backed by contemporaneous 
documents, that demonstrate, and specifically state, that the device of the subject matter 
of the claims was made by the inventors, that is, reduced to practice prior to December, 
1998, and tested and demonstrated to work for its intended purpose, in that it effectively 
modulated light. More is not required to establish prior invention, pursuant to 37 CFR 



The Rejection is Traversed 

Much of the discussion in the outstanding rejection has to do with conception and 
diligence. Respectfully, those are simply not an issue here. Applicants have submitted, 



§1.131. 
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by way of a Declaration under 37 CFR §1.131, that they actually made the product 
claimed, and tested it, prior to the effective date of the reference. Such a showing is 
sufficient to overcome the rejection, 37 CFR §1.131. Pursuant to the Rule, photocopies 
of original exhibits must accompany and form part of the declaration, "or their absence 
must be satisfactorily explained." As far as Applicants can tell, since the Declaration 
contains the express representation of the inventors that in fact the subject matter was 
made and tested, the sole point of objection is the absence of test results, in documentary 
form, confirming the invention tested out well. Applicants note, for example, that they 
did in fact provide step-by-step contemporaneous documents which show precisely how 
the device was made. Applicants even provided a step-by-step equivalence chart, to 
show how each step in the process reflected in the contemporaneous documents 
corresponds to a feature of the claims. See Exhibit B of the declarations already of 
record, including those dated July 25, 2005. 

There is no requirement that actual test data showing the invention performed in 

the way it was intended accompany the declaration. In the particular case, although the 

test was performed, and the inventors and corroborators recall it being performed, in fact, 

the reports of that testing, some eight years old, are simply not in evidence. Subsequent 

tests of the same type of device, showing the same sort of results, have been identified 

and will be provided in a supplemental submission, to demonstrate both the type of 

testing that was conducted, and the basis for Applicants' conclusion that in fact the 

device worked. But the least important of the elements in question, the actual test 

document reflecting modulation of light, is simply not in the files held by Applicants. In 

this respect, it is noted that the invention was originally reduced to practice before Silicon 
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Light Machine became a part of Cypress Semiconductor and files and documentation, 
such as that incorrectly asserted by the Examiner to be a requirement of practice, have 
simply been lost. This is hardly surprising. 

The Examiner offers no reason why the express statement of the inventors that the 
invention was tested, and shown to modulate light, is unbelievable, or unacceptable in 
any way. What documents do exist from that time frame, that show precisely how the 
device was fabricated, have been advanced to the Patent Office. Indeed, it is not certain 
how the Examiner comes by the position that the device so fabricated will not work. It is 
the Examiner's position that such devices do in fact work, based at least on the disclosure 
of Hawkins. 

Accordingly, should the Examiner persist in the rejection over Hawkins, the 
Examiner is invited to identify that portion of the Rule that insists, even where 
documentary evidence has been lost, that it must be supplied, or the rejection cannot be 
removed. The Examiner is also respectfully requested to indicate how the Examiner 
comes to the conclusion that the device so constructed would not work, since a device 
constructed along these lines would be expected by those of ordinary skill in the art to 
work. 

In short, the device was made. The Declaration of the inventors, accompanied by 
contemporaneous, demonstrates its operation. The device was tested. The Declarants so 
state. The device worked for its intended purpose. The Declarants so state. And one of 
ordinary skill in the art, told that the device was made in this fashion, would have 
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expected it to modulate light. There is no enablement rejection outstanding. 
Accordingly, the rejection over Hawkins is respectfully traversed. 

The Examiner's objection to the correction of inventorship is unclear. An oath or 
declaration by each actual inventor is of record. If the Examiner can identify that 
inventor or inventors missing, the Examiner is respectfully requested to identify the same. 

All claims pending being directed to subject matter invented before the effective 
date of the reference, independent of the teaching of that reference, withdrawal of the 
rejection is respectfully requested. 

Given the withdrawal of the rejection over Godil and the allowability of the 
claims presented, a favorable action is respectfully requested. 



Respectfully submitted, 



MERCHANT & GOULD P.C. 



April 27, 2006 
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